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Remarks /Arguments : 

Reconsideration of the application is requested. 

Claims 2-5; 7, 10, and 12 remain in the application. Claims 
10 and 12 have been amended. Claims 1, 8, 9, 11, 13, and 14 
were previously cancelled from the application. 

In item 2 on page 2 of the above-noted Office action, claims 
2, 3, 5, 7, io, and 12 have been rejected as being obvious 
over Konrad et al . (U.S. Patent Application Publication No. 
2002/0014171 Al) (hereinafter *Konrad") in view of Dini (U.S. 
Patent No. 3,964,386) under 35 U.S.C. § 103. 

The rejection has been noted and the claims have been amended 
in an effort to even more clearly define the invention of the 
instant application. The claims are patentable for the 
reasons set forth below. Support for the changes is found on 
page 17, lines 6-20 of the specification. 

Before discussing the prior art in detail, it is believed that 
a brief review of the invention as claimed, would be helpful. 

Claims 11 and 12 call for # inter alia: 
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a printing form cylinder, a zone-less inking unit including an 
ink -metering device having a single metering element 
operatively engaging with a roller, the roller being one of an 
ink form roller and a roller operatively engaging with an ink 
form roller, the roller rolling on the printing form cylinder 
during a printing operation . . . and an oscillation device 
assigned to said single metering element. 

As will be seen from the following remarks, applicant 
respectfully disagrees with the Examiner's allegation on page 
2 of the Office action that Konrad discloses *an ink metering 
device having a single metering element (1, Fig. 5) 

A printing machine typically has a printing form cylinder, 
which is also called a form cylinder or plate cylinder and 
which carries the printing form or printing plate. Common 
English terms are "plate cylinder", "form cylinder" or 
"printing form cylinder" . The instant application discloses 
that the printing form cylinder is designated with reference 
numeral "4" (page 17, line 10) . Konrad discloses that the 
"form cylinder" is designated with reference numeral "3" (Fig. 
5 and paragraph [0046] ) . 
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Furthermore, printing machines typically have an ink 

application roller, which is the roller rolling onto the 

printing form cylinder or onto the printing plate mounted on 

the printing form cylinder. Common English terms for the 

roller are "ink application roller", "application roll", "ink 

form roller" and "form roller". The instant application 

discloses that the ink application roller is designated with 

reference numeral "7" (page 17, lines 15-17) . Konrad 

discloses that the ink application roller is designated with 

reference numeral "l" (Fig. 5 and paragraph [0046]). 

In accordance with claims 10 and 12 of the instant 
application, the metering element and the ink application 
roller are two different elements. 

Accordingly, it is respectfully noted that the Examiner 
incorrectly identifies the ink application roller *l* of 
Konrad with the "metering element" of the instant application. 
Therefore, it is respectfully noted that the Examiner's 
allegation on page 2 of the Office action that Konrad 
discloses "an ink metering device having a single metering 
element (l, Fig. 5)", is not correct. As explained above, 
they are two different elements, element "1" of Konrad is not 
a metering element . 
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Furthermore, as will be seen below, applicant respectfully 
disagrees with the Examiner's allegation on page 2 of the 
Office action that Konrad discloses n an ink form roller ( *f orm 
cylinder 3,")" . More specifically, Konrad discloses that the 
element designated with the reference symbol w 3" is the "form 
cylinder" , it is not an ink application roller as recited in 
the claims of the instant application. The difference is also 
seen in the attached pages of the Folygraphic Dictionary of 
the Graphic Arts and Communications Technology . Accordingly, 
it is respectfully noted that the Examiner's allegation that 
Konrad discloses *an ink form roller ("form cylinder 3,")", is 
not accurate. 

The Examiner alleges that a metering element, which does not 
oscillate, in the form of the roller (1) of Konrad is present, 
and that a metering element in the form of the knife (doctor 
blade arrangement 3) of Dini is present. The Examiner alleges 
that the knife (3) of Dini oscillates in the same manner as 
the present invention. The Examiner alleges that it would be 
obvious to use the device for oscillating the knife (3) of 
Dini for oscillating the roller (1) of Konrad. 

Applicant respectfully disagrees with the Examiner's 
allegations. More specifically, as seen from the above 
provide remarks, contrary to the knife (3) of Dini, the roller 
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(1) of Konrad is not a metering element. Dini discloses that 
the knife (3) and not the cylinder (12), of Dini, is 
oscillated. Accordingly, there is no motivation for a person 
of ordinary skill in the art to provide the roller (1) of 
Konrad with an oscillation device as disclosed in Dini. 

It is a requirement for a prima facie case of obviousness, 
that the prior art references must teach or suggest all the 
claim limitations. 

As seen from the above given remarks, the references do not 
show or suggest a printing form cylinder, a zone-less inking 
unit including an ink-metering device having a single metering 
element operatively engaging with a roller, the roller being 
one of an ink form roller and a roller operatively engaging 
with an ink form roller, the roller rolling on the printing 
form cylinder during a printing operation . . . and an 
oscillation device assigned to said single metering element, 
as recited in claims 10 and 12 of the instant application. 

The references applied by the Examiner do not teach or suggest 
all the claim limitations. Therefore, it is believed that the 
Examiner has not produced a prima facie case of obviousness. 
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Furthermore, a critical step in analyzing the patentability of 
claims pursuant to 3 5 U.S. C. § 103 is casting the mind back: to 
the time of invention, to consider the thinking of one of 
ordinary skill in the art, guided only by the prior art 
references and the then-accepted wisdom in the field. See In 
re Dembiczak , 175 F.3d 994, 999, 50 USPQ2d 1614,1617 (Fed. 
Cir, 1999) . Close adherence to this methodology is especially 
important in cases where the very ease with which the 
invention can be understood may prompt one "to fall victim to 
the insidious effect of a hindsight syndrome wherein that 
which only the invention taught is used against its teacher." 
Id- (quoting W»L. Gore & Assoca . ; Inc. v. Garlock, Inc., 721 
F.2d 1540, 1553, 220 USPQ 303, 313 (Fed. Cir. 1983)). 

Most if not all inventions arise from a combination of old 
elements. See In re Rouf fet , 149 F.3d 1350, 1357, 47 USPQ2d 
1453,1457 (Fed. Cir. 1998). Thus, every element of a claimed 
invention may often be found in the prior art. See id . 
However, identification in the prior art of each individual 
part claimed is insufficient to defeat patentability of the 
whole claimed invention . See id . Rather, to establish 
obviousness based on a combination of the elements disclosed 
in the prior art, there must be some motivation, suggestion or 
teaching of the desirability of making the specific 
combination that was made by the appellant. See In re Dance , 
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160 F.3d 1339, 1343, 48 USPQ2d 163.5, 1637 (Fed. Gir. 1998); 
In re Gordon , 733 F.2d 900, 902, 221 USPQ 1125,1127 (Fed. Cir. 
1984) . 

The motivation, suggestion or teaching may come explicitly 
from statements in the prior art, the knowledge of one of 
ordinary skill in the art, or, in some cases the nature of the 
problem to be solved. See Dembiczak , 175 F.3d at 999, 50 
USPQ2d at 1617, In addition, the teaching, motivation or 
suggestion may be implicit from the prior art as a whole, 
rather than expressly stated in the references. See WMS 
Gaming, Inc. v. International Game Tech , , 184 F,3d 1339, 1355, 
51 USPQ2d 1385, 1397 (Fed, Cir. 1999) . The test for an 
implicit showing is what the combined teachings, knowledge of 
one of ordinary skill in the art, and the nature of the 
problem to be solved as a whole would have suggested to those 
of ordinary skill in the art. See In re Keller , 642 F.2d 413, 
425, 208 USPQ 871, 881 (CCPA 1981) (and cases cited therein) ♦ 
Whether the Examiner relies on an express or an implicit 
showing, the Examiner must provide particular findings related 
thereto . See Dembiczak , 175 F.3d at 999, 50 USPQ2d at 1617. 
Broad conclusory statements standing alone are not "evidence," 
Id, When an Examiner relies on general knowledge to negate 
patentability, that knowledge must be articulated and placed 
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on the record. See In re Lee , 277 P-3d 1338, 1342-45, 61 
USPQ2d 1430, 1433-35 (Fed. Cir. 2002) . 

Upon evaluation of the Examiner's comments, it is respectfully 
believed that the evidence adduced by the Examiner is 
insufficient to establish a prima facie case of obviousness 
with respect to the claims. Accordingly, the Examiner is 
requested to withdraw the rejection. 

Since claim 10 is believed to be allowable, dependent claims 
2, 3, 5, and 7 are believed to be allowable as well. 

In item 3 on page 5 of the above-noted Office action, claim 4 
has been rejected as being obvious over Konrad (U.S. Patent 
Application Publication No. 2002/0014171 Al) in view of Dini 
(U.S. Patent No. 3,964,386) and further in view of Jeschke 
(U.S. Patent No. 4,089,264) under 35 U.S.C. § 103. Jeschke 
does not make up for the deficiencies of Konrad and Dini. 
Since claim 1 is believed to be allowable, dependent claim 4 
is believed to be allowable as well. 

It is accordingly believed to be clear that none of the 
references, whether taken alone or in any combination, either 
show or suggest the features of claims 10 or 12. Claims 10 
and 12 are, therefore, believed to be patentable over the art 
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and since all of the dependent claims are ultimately dependent 
on claim 10, they are believed to be patentable as well. 

In view of the foregoing, reconsideration and allowance of 
claims 2-5, 7, 10, and 12 are solicited. 

In the event the Examiner should still find any of the claims 
to be unpatentable, counsel respectfully requests a telephone 
call so that, if possible, patentable language can be worked 
out . 

If an extension of time for this paper is required, petition 
for extension is herewith made. 
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Please charge any other fees which might be due with respect 
to Sections 1.16 and 1.17 to the Deposit Account of Lemer 
Greenberg Sterner LLP, No. 12-1099. 



June 14, 2006 

Lerner Greenberg Sterner LLP 
Post Office Box 2480 
Hollywood, FL 33022-2480 
Tel: (954) 925-1100 
Fax: (954) 925-1101 




Alfred K. Dassler 
52,794 



AKD: cgm 



15 of 15 

PAGE 15/19 * RCVD AT 6/14/2006 1:01:15 PM [Eastern Daylight Time] ■ SVR:USPTO€FXRF-6/34 ■ DNIS:2738300 * CSID:+S549251101 ■ DURATION (mm-ss):05-24 



AdOO 319VWAV 1S38 



w-so:(ss-uiuj) Nouvana , NiisaMffoso « mmmQt mssuarQimm * 




GZ0-n 6T79Id 



tfto:M noiivmq , to i mmm • ooesczssinq « tea- aduhicisahas * Ni m6iiAeo wa] mwm mum iv qadh » 6 ml\ aovd 




K-so:(ss-iuui) noiivmo , loiisftttwaiso « mmim * mm^\mm%\m. w6iifca m4 m wmwmiiwi mi aovd 





lills? 

■e e ■ s n «g 



^ "5 Is 5 B E 8 
9 a ,5 ^ S = E _ 



2 a 




g 

if lH HI 



3.5 1 jl| 



E 

5 a j 



ffffflfi 



illlllliiil 



« £ »- 



3 g «» < 1 „ 



ill 



o 

o."E 

!| 

SI 




SZ0-fl 6T/8ld Wi-I 



BEST ^M!A6tLWOW 90 



AdOO 319VWAV 1S38 



K-S0:(ss^iij) NOIiVUflQ * lOLlSttttWQISO * D0C8gZg;SINa » tCf»JaXJ3-QldSn;aAS W^^^l^ l^^^^^^^^^^^ 




S20-C1 6t/Gtd T0TTGZGW6* «nW31Bd.SEn-H0ai 61=81 90,-frI-90 

BEST AVAILABLE COPY 



